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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Aneri can Sporting Goods Corporation sought to register

the foll ow ng conposite mark

nice

on the Principal Register for “clothing, nanely,

skat eboarding T-shirts, sweatshirts, fleece sweatshirts and

j ackets, sweat pants, pants, water resistant and wat er proof
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pants, gloves, jackets, insulated pants and jackets, button-
up and button-down pants and shirts, baseball caps,
headbands, and footwear,”* in International C ass 25.

This case is now before the Board on appeal fromthe
final refusal to register based upon Section 2(d) of the
Trademark Act, 15 U.S. C. 81052(d). The Trademark Exam ning
Attorney has held that applicant’s mark, as used in
connection wth skateboarding clothing, so resenbles the

trademar k shown bel ow

CUICEY

registered for “nen's and wonen's sportswear, nen's and
wonen's casual wear or club wear, nmen's and wonen's street
wear, nanmely, t-shirts, sweatshirts, sweaters, shirts,

j ackets, hats, caps, scarves, trousers, pants, jeans,
shorts, skirts, dresses; accessories for trousers or shorts,

nanely, belts, excluding footwear,” in International C ass

! Application Serial No. 75/905,719 was filed on January 28,
2000, based upon applicant’s allegation of a bona fide intention
to use the mark in interstate comerce.
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25,2 as to be likely to cause confusion, to cause m stake or
to deceive.

Responsive to the refusal to register, applicant
argues: that the word “Nice” is weak in the clothing field;
that when properly considered in their entireties, these two
conposite marks are not confusingly simlar; and, that there
is no overlap between registrant’s general clothing itens
and applicant’s specialized skat eboardi ng cl ot hi ng.

On the other hand, the Trademark Exam ni ng Attorney
argues: that applicant’s mark is highly simlar to
registrant’s mark; that the goods are identical, in part,
and otherw se closely related; and that the correct
presunption is that both registrant’s and applicant’s goods
will nove in the sane channel s of trade.

Bot h applicant and the Trademark Exam ni ng Attorney
have fully briefed the case. However, applicant did not
request an oral hearing before the Board.

W affirmthe refusal to register.

In the course of rendering this decision, we have

followed the guidance of Inre E. 1. du Pont de Nenours &

Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973).

This case sets forth each factor that should be consi dered,

2 Reg. No. 2,235, 605, issued on March 30, 1999.
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if relevant information is of record, in determning
| i kel i hood of confusion.
Turning first to the simlarities/dissimlarities in
the marks, we note the argunent in favor of simlarity nmade
by the Trademark Exam ning Attorney, as foll ows:
.l Al pplicant’s proposed mark and the
regi stered mark create the sanme conmerci al
i npression since the dom nant portion of both
marks is the word NI CE and since both marks
have a sim |l ar arrangenent of design and
| ettering.

(Exam ning Attorney’s appeal brief, unnunbered p. 5).

We agree with the Trademark Exam ning Attorney that the
shared term NICE is the dom nant feature of both marks, that
the term when used w thout other words, appears to have the
same suggestive connotation for both applicant’s and
registrant’s clothing itenms, and nothing that applicant has
submtted for the record denpnstrates otherwise.® As to the
sound of the two marks, the word “Nice” is how consuners

woul d call for the goods of registrant and of applicant.

Consuners would likely not attenpt to articulate the |arge

3 The printouts of the search results for registered marks in
the clothing field containing the word “nice” were subnitted al ong
with applicant’s appeal brief, and hence were untinely. The
record nmust be conplete prior to the tinme of the appeal. See, 37
CFR 2.142(d); Inre Smth and Mehaffey, 31 USPQ2d 1531, 1532 (TTAB
1994). The Tradenark Exam ning Attorney correctly objected to
this tardy submission of third-party registrations, and we have
not considered themin reaching our decision. However, we hasten
to add that even if we had considered them it would not have
changed our deci sion herein.
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letter “N’ in applicant’s mark or the star designs in
registrant’s mark. Finally, as noted by the Trademark

Exam ning Attorney, in spite of obvious visual differences
in the two conposites, both have design features in the top
portion of the mark with the word NI CE i nmedi ately beneath
t he respective design conponents.

Accordi ngly, when conparing these two marks by appl ying
the traditional sight/sound/ meaning trilogy, we find that
both marks create simlar overall comrercial inpressions.

Turning next to the relationship of the goods,
applicant and the Trademark Exam ning Attorney have reached
quite different conclusions on this factor as well.
Applicant argues that there is neither overlap nor any
rel ati onshi p between clothing for general purposes and
cl ot hing used for skateboarding:

The anended |ist of Appellant’s goods have no
| egal relationship to those identified in the
‘605 registration. 1In determning likelihood
of confusion, goods will be deened to be
identical only if there is an overlap in the
goods recited in the Certificate of

Regi stration and the application. It is
submitted there is no overlap in the goods
identified in the application, as anmended,
and the cited registration...

...\WWere the goods, users and channel s of
trade enployed to sell the respective goods
are totally divergent, there is no

rel ati onshi p between the goods sufficient to
refuse registration....
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(Applicant’s appeal brief, pp. 7, 8).

By contrast, the Trademark Exam ning Attorney argues
that the cited registration lists clothing itenms broadly and
without limtation as to nature, type, channels of trade or
cl asses of purchasers.

Despite the fact that applicant has anended its |isting
of clothing items (presumably intending to limt all the
| i sted goods to “skateboarding” itens), this clarification
contains no restrictions as to channels of trade. Moreover,
judging fromthe pictures of skateboardi ng pants,
skat eboardi ng shirts and skat eboardi ng caps di spl ayed on Wb
pages reproduced froma variety of third-parties’ Wb sites,
these “specialized” itens of clothing for skateboarders do
not differ frompants, shirts and caps intended for teens
and young adults involved generally in outdoor activities.
The obvious simlarity anong all of these skateboarding
itens is the prom nent display of the brand names targeted
to skateboarders. On the other hand, as to materi al
construction, basic design, etc., these itens of clothing,
seemfromthis record, to be identical to general activewear
i ntended for non-skating teens and young adults. Finally,
even if applicant is deened to market skateboarding cl othing
exclusively, and registrant is considered to market general

clothing not suitable for skateboarding, the sane consuners
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may be exposed to the marks in circunstances that may wel |

| ead themto conclude that variations of the same nmark are
bei ng used for related clothing lines intended for slightly
di fferent uses.

As noted by the Tradenmark Exam ning Attorney, there are
no limtations on channels of trade in the registration or
in this application. Presunably, then, both applicant’s and
regi strant’s goods woul d be sold in skateboard shops,
sporting goods stores, and even general departnent stores
that market clothing itens such as t-shirts, sweatshirts,

j ackets and pants to skateboarders and to ot hers.
Accordingly, we find that the goods are identical in part,
and that the balance of the goods are closely related, and
that the clothing itens of registrant and of applicant wll
nove in the sane channels of trade to the sane class of
consuners.

Applicant points out that it already owns Registration

No. 2, 360, 509* for another special formmark, as shown bel ow

4 The assi gnnment branch of the USPTO has recorded at reel 2070,
Frame 0044 an assignnment of this registration fromthe original
registrant, Niceprod, Ltd., a New York corporation, to
Anerican/ Ni ceprod, Inc., a Delaware corporation. However, while
the latter seens to share the sane address as appli cant,
Anerican/ Ni ceprod, Inc., appears to be a separate corporate entity
from Ameri can Sporting Goods Corp. — the applicant herein.
Nonet hel ess, for the sake of argunment, we accept applicant’s claim
of owner shi p.
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NICE SHATE SHOES

This mark is registered for and, according to applicant, is
used in conjunction with an array of clothing itens, shoes
and accessories. 1In addition to the fact that the
registration file for that mark is not before us, it is
obvious that this is an entirely different mark.® Each case
before this Board nust stand on the unique facts of its own
record. Accordingly, this prior registration is not
persuasive of a contrary result.

Finally, to the extent that there remains any doubt on
the issue of |ikelihood of confusion, it is well established
t hat such doubt nust be resol ved against the newconer and in
favor of the prior user and registrant. See Inre

Pneumat i ques, Caout chouc Manufacture et Plastiques Kl eber-

Col onbes, 487 F.2d 918, 179 USPQ 729 (CCPA 1973).

Decision: The refusal to register is affirmed.

° We al so note that inasnuch as this registration reflects a

di scl aimer of the words “Nice skate shoes,” its existence on the
federal trademark register is hardly a conpelling factor in favor
of registration herein. The disclainmer may well have influenced
the Trademark Exam ning Attorney’s decision to allow registration
of this mark, despite the prior registration of the mark now cited
agai nst applicant.



